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PATENT
Customer No. 22,852
Attorney Docket No. 1147.0142

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Reissue Application of:

U.S. Patent No. 5,750,338
Group Art Unit: 1655

Mark L. Collins et al.
Examiner; D. JOHANNSEN

Reissue Serial No.: 09/533,906

Filed: March 8, 2000

TARGET AND BACKGROUND CAPTURE
METHODS WITH AMPLIFICATION FOR
AFFINITY ASSAYS

REISSUE LITIGATION BOX
Commissioner for Patents
Washington, DC 20231

Sin:
UPDATED NOTICE OF RELATED LITIGATION

Further to the Patent Owner’s submission of February 21, 2002, the Patent Owner brings
to the attention of the Office the following papers reflecting the current state of the case
following a jury verdict rendered on May 22, 2002:

- Transcript of Jury Verdict, May 22, 2002 (“Transcript”);

- Judgment for Gen-Probe on its Declaratory Action of Non-infringement and Invalidity;
and

- Order (1) Denying Gen-Probe’s and Vysis’s Pre-Verdict Motions for Judgment as a
Matter of Law, and (2) Setting Briefing Schedule for Post-Trial Motions (“‘Order”). ,

The jury rendered a verdict that the original patent claims were not infringed and were

invalid for obviousness and lack of enablement. The jury rendered “advisory” verdicts that the
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claims had been inequitably procured and were unenforceable for prosecution laches. Vysis
believes that the jury verdict was incorrect and has moved for judgment as a matter of law and
for a new trial.

To put these papers in context requires a brief explanation, In any jury trial, certain
i¢sues are decided by the jury and certain others are reserved for the court. Specifically,
traditional “legal” issues are decided by the jury, while “equitable” issues are decided by the
court. In patent litigation, infringement and the affirmative defense of invalidity are legal issues
(provided damages are sought) and thus, are decided by a jury. See TegalCorp. v. Tokyo
Electron America, Inc., 257 F.3d 1331, 1341, 59 U.S.P.Q.2d 1385, 1391 (Fed. Cir. 2001). In
contrast, inequitable conduct is an equitable issue and as such is reserved for the court to decide.
See Paragon Podiatry Laboratory v. KLM Laboratories, 984 F.2d 1182, 1190, U.S.P.Q.2d 1561,
1568 (Fed. Cir. 1993). The judge may submit an equitable issue, such as inequitable conduct, to
the jury for an “advisory verdict,” as the court did in this case. See FED. R. CIv. P. 39(c).
However, an advisory verdict has no binding effect on the coutt, but only provides guidance.
See Carbide Blast Joints, Inc. v. Vermont American Corp., 1995 U.S. App. LEXIS 33800 at 9-11
(Fed. Cir. 1995); Hamm v. Nasatka Barriers, Inc., 166 F.R.D. 1, U.S. Dist. LEXIS 3445 (D.D.C.
1996) (“An advisory verdict has no force, other than persuasive, on the court, which remains the
sole and final decision-maker.”). Thus, the court still must undertake its own separate analysis of
the inequitable conduct issues, and the Transcript notes at page 1784, lines 24-25, the court’s
view that “I think Gen-Probe is going to have the laboring oar on that.”

The substance of the allegations upon which the jury verdict was based have already been
made of record through the Patent Owner’s prior Notices of Related Litigation. The judgments

entered on non-infringement and invalidity are not yet final, appealable judgments under Rule

2
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54(b), Fed. R. Civ. P., because there remain other claims in the ¢ase upon which judgment has
not been entered. Moreover, as set forth in the Order, the court set a briefing schedule for
Vysis’s motions for judgment as a matter of law under Rule 50, Fed. R. Civ. P., and for a new
trial under Rule 59, Fed. R. Civ. P. Only after those motions are ruled upon and judgment is
entered on all ¢claims in the case will any judgment be ripe for appeal. Rule 4(a)(4)(A), Fed. R.
App. P. Accordingly, the Patent Owner believes that the events reflected in the papers submitted
with this Updated Notice should not affect reissuance of this patent. See, e.g., Interconnect
Planning Corporation v. Feil, 774 F.2d 1132, 1135-36, 227 U.8.P.Q, 543, 545-46 (Fed, Cir.
1985) (no collateral estoppel affect on reissue where judgment on original patent has not been
reviewed on appeal).

If there is any fee due in connection with the filing of this Notice, please charge the fee to
our Deposit Account No. 06-0916.

Respectfully submitted,

FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, L.L.P.

Date: June 11, 2002 By:m&ﬂbm_

Jean Burke Fordis
Reg. No. 32,984
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1@; APPEARANCES:
14 For the Plaintiff:

17 For the Defendant:

GEN-PROBE v. VYSIS
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1 IN THE UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF CALIFORNIA
2
3
GEN-PROBE INCORPORATED, ) Civil Acticn
4 ) NO. 99CV2668-H
Plaintiff, ) San Diego, California
5 ) May 22, 2002
v, ) 4:30 p.m.
6 )
VYSIS, INC., ) JURY TRIAL
7 )
Defendant. ) VOLUME X
B8 ) Pages 1780-1787
9
. DAILY COPY
10 -
i; REPORTER'S TRANSCRIPT OF PROCEEDINGS
1
5Y THE HONORABLE MARILYN L. HUFF, PRESIDING
12

STEPHEN P. SWINTON, ESQ.

J. CHRISTOPHER JACZKO, ESQ.
COOLEY GODWARD '
4401 Eastgate Mall

San Diego, CA 92121
CHARLES E. LIPSEY, ESQ.
THOMAS W. BANKS, ESQ.

L. SCCTT BURWELL, ESQ.

18
FINNEGAN HENDERSON FARABOW
19 GARRETT and DUNNER .
‘ 1300 I Street N.W., Suite 700
20 Washington, D.C. 20005
21
Reported by: Linda S. Nelson, RMR, CRR
22 Official Court Reporter
940 Front Street, Box 18
23 San Diego, CA 92101
Telephone: (619) 696-7559
24
Proceedings reported in stenotype.
25 Transcript prepared by Computer-Aided Transcription.

99CV2668-H
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. Page 1781 Page 1780 [
1 PROCEEDINGS 1 that Vysis misrepresented or fatled to disclose material facts |
2 (In session at 4:30 p.m.) 2 19 the United States Patent and Trademark Office ("PTO™) withj
3 THE COURT: It is so empty here without all the 3 the intent to deceive the PTO? ;
4 boxes. 4 Yes.
5 I'm informed that the jury has a verdict. 5 9. Has Gen-Probe proved by clear and convincing evidencel
6 THE CLERK: Number 1 on calendar, 99CV2668, Gen-Probe 6 that Vysis deliberately and imreasonably delayed the ;
7 Incarporated v. Vysis, Inc., on for jury trial, tenth day. 7 prosecution of the '338 patent?
8 JUROR: Samc spots? 8 Yes.
9 THE COURT: Same spots. 9 The foreperson should sign and date this document. The
10 (Jury present) 10 date is 5-22-02 and the foreperson is --
1 THE COURT: Now, logistically, do you have the phone 11 THE COURT: Name?
12 number we could call for you and say that - 12 JUROR: Matthew Dicori,
i3 JTUROR: Yeah. Can you do that for me? 13 THE CLERK: Ledies and gentlemen of the jury, is this
14 THE COURT: Sure, 14 verdict, as presented and read, the verdict of each of you, so
15 JUROR: 619-925-7083. Supposed to meet her like right 15 say you all?
16 now out in front. 16 JURORS: (Collective affirmation).
17 THE COURT: Mermbers of the jury, have you reached a 17 THE COURT: Would you like the jury po"ed"
18 verdict? Do you want to hand the verdict to my bailiff? 18 MR. LIPSEY: No, Your Honor, we're content.
19 THE CLERK: United States District Court, Southern 19 THE COURT: All right. Thank you. Well, you have
20 District of California. Gen-Probe Incorporated, Plaintiff, v. 20 finished your jab and now there is some additional work that
21.. Vysis, Inc., Defendant, case number 99CV2668-H(AJB), SPECIAL 21 the Court will have to do with the parties. I did say at the
227 VERDICT. 22 begmning that I thought you would find that it is a very
23* A. INFRINGEMENT 23 interesting case, and this is really the -~ just the beginning
245 1. Has Vysis, Inc. ("Vysis") proved by a preponderance of 24  of the technology in thic ar¢a. And we're going to hear a lot
25 the evidence that Gen-Probe Incorporeted ("Gen-Probe™) 25 more ebout all the biotechnology as the matters are mvented
& Page 1782 Page 1784 §
1= ':l'nﬁ'inges the "338 patcnt under the doctrine of equivalents? 1 and discovered. It is a fascinating case, and I did think that '
2 No. 2 both jobs did a wonderful job in the presentation,
3£ 2. Identify any claims of the ‘338 patent that Vysis has 3 You're free from your admonition. You're free to talk to
4 #proved are infringed under the doctrine of equivalents. 4 the parties about the case. Whatever you say may be used for '
5: . No claim is marked. 5 purposes of appeal. 1t may be put into a declaration form. !
6. B. INVALIDITY 6 You're not required to talk to them, if you don't want to. 1
7°7 3. Has Gen-Probe proved by clear and convincing evidence] 7  You should check out with the jury room first. And then, E
8 =that any or all of the claims of the '338 patent are invalid on § if the parties want to talk to you, then you can talk to them
9 ¢ .the ground of obviousness? 9 outside the jury room because they need to go check out.
10 Yes. 10 I do want to thank yon for all the time and attention thet
11 4. Identify any claims of the ‘338 patent that Gen-Probe 11 you've given to this court. You're free to go.
12  has proved are invalid on the ground of obviousness. 12 THE CLERK: Yes, they can go downstaire,
13 All 13 THE COURT: The notebooks are — you ¢an take that, if
14 5. Has Gen-Probe proved by clear and convincing evidence| 14 you want, the patent notebook. ' .
15 that any or all of the claims of the ‘338 patent are invalid on 15 (Jurors dismissed) B
16 the ground of lack of enablement? 16 THE COURT: If you wish, you cam go downstairs and
17 Yes. 17 talk to them and then come back, if you want to do that. No?
18 6. ldentify any claims of the '33§ patent that Gen-Probe 18 MR. LIPSEY: I would just as soon get our business b
19 has proved are invelid on the ground of lack of enablement. 19  straight here, if it's all right with yow. I don't know how
20 All 20 Mr. Swinton feels.
21 7. Has Gen-Probe proved by clear and convincing evidence| 21 MR, SWINTON: That would be my preference. | have one
22 that Vysis abandoned the invention claimed in the '338 patent? | 22  of my colleagues down there. 1
23 No. 23 THE COURT: All right. The Count said that it would r
24 C. EQUITABLE CONDUCT 24  set a briefing schedule. And on the ineguitable conduct, I 4
25 8. Has Gen-Probe proved by clear and convincing evidence| 25 think Gen-Probe is going to have the laboring oar on that, 1, :
il sk T

GEN-PROBE v. VYSIS
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* Page 1785 ) Page 1787
1 frankly, thought that Vysis had a pretty good chance at getting ; CERTIFICATE ;
2 an answer yas to question number 1. ) ,

. . . 1, Linda S, Nelsan, Official Court Reposter for the
3 So eagh (.)f you have filed motions. My law clerk will send 3 goum o District of California, do hereby certify:
4 you out 4 briefing schedule. Is that fine? That the forcgoing is a true and correct transcript of the
5 MR. LIPSEY: If 1 might plead, I puess, there is a lot 4 proceedings had in the above-entitled action; that I reported
6 here obviously. If the Court could be generous in the time 10 5 same in #“-‘?:]Wi;[ bﬁngf:he d“'g_l ﬂl;,l:'::m;d: QI;;]llﬂed *mg
7 give us time to deal with it, we would certainly appreciate Eﬁgﬁu’;m?hu;ﬁ,ﬁhz l'y;cwril?n;grou,g’lzy e
8 that. 6 Computer-Aided Transcription.
9 THE COURT: All right. Well, how much time are you| 7 0
10 thinking? Because we have a change in law clerks and a Date: May 22, 2002
11 conflict with the next law clerk coming in on this issue. It 8 Iamgoﬂ;";m CRR
12 really does need to be over and done with by mid August 9
13 completely. 10
14 MR. LIPSEY: 1 would like to formally move for IMOL| 1]
15 and also for a new trial. Plus, if there are any questions, :g
16 that we have timely done it. 12
17 THE COURT: Yes. 15 )
18 MR. LIPSEY: And in terms of the briefing schedule, | 16 :

19 for getting papers in on that, if we could have four weeks on }z

20 that, I think that would be ample for us to recover andto get | |y
21the papers in. And I would hope - 20
22 THE COURT: We'll consider that and then send outa | 21
237 briefing schedule that will get it all done. But wereally do | 22
247 ‘need to have it all finished and wrapped up, and that should | 5,

25 give everybody plenty of time to do that. 25

Page 1786

‘MR. LIPSEY: Thank you.

THE COURT: All nght. Thank you. Anything else?
MR. SWINTON: Nothing for our side.

] THE COURT: All right. Thank you. ] do want to “
5% .compliment the parties. It has been a pleasure to have you in

6 = my court.

7. MR.LIPSEY: We would like to thank the court and,

8 = particularly, the court staff, who has been very accommodaring
9::to us. We very much appreciate it.

10 ‘MR, SWINTON: We do, Thank you,

11 THE COURT: As an aside, I do think that the reissue

12 s alive and well and so we may see you back and probably wc'lr

13 see you back. And obviously there is a number of issues that

14 remain to be litigated under the special verdict. It puts both

15 things in play again.

16 MR, SWINTON: Thank you, Your Honor.

17 THE COURT: Allright. Thank you. ;
18 THE CLERK: Wc're in recess.

19 (Proceedings concluded at 4:40 p.m.)

20

21

22

23 "
24 k
25 ‘

3 (Pages 1785 to 1787)

GEN-PROBE v. VYSIS 99CV2663-H
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UNITED STATES BISTRICH C
SOUTHERN DISTRICT OF CALIFORNIA

O B N oA G Ba W N e

10 L
11} GEN-PROBE INCORPORATED, | CASE NO, 99-CV-2668 H (AJB)
12 Plaintff, | JOBGMENT FOR GEN-PROBE
I‘NCORPDRATED ONTTS
13 v © DEFLARATORY ACTION OF
. '~ NON-INFRINGEMENT AND
14 : INVALIDITY
15
y VYSIS, INC, .
Defendant. |

This action came before the Court for a tris] by Jury on Msy 7, 2002, The issucs have bésn
tricd and the jury has rendered the following specisl verdict ot May 22, 2002:
A.  INFRINGEMENT

Incorporated (“Gen-Probe™) infringes the "338 patenl under o ductrine of equivalents?
The Jury suswercd: No.

doctrine of equivalenls: .
The Jury answercds Not applipsble.

1

W3
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. Has Vysls, Ino, {*Vysis™) provcd byh pwpoh&erame of the evidence thot Gen»!’rolie I

2. Identify any claims of the '338 pafent that Vyiis has proved aro infinged under the

1144 - : '
L, el
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B, INVALIDITY

of Lhe "338 palent are invalid on the ground of ob¥idusness?

1
2
3
4
5 4.
¢ | ground of obviousncsa:
7
8
9

The Jury answered; Yea.
Tdentify any claims of the '338 pitcnt that Gén-Probe hat proved arc invalid on the

The Jury snswered: AlL _
s, Has Gen-Probe proved by clear end q‘wvincing evidence that any or all of the ¢laims
of the 338 palent arc invalid on the ground of lack éfmablempnl?

10 The Jury answeredt Yes

11 6.
v 12 | ground of lack of enabilement;

r
-—
&

I8 5.

R
T AT

20 § intcnt to deceive the PTO?

gy
LR

15 I Invention claimed in the ‘338 palent?

19 The Jury suawerid: AlL .
7. Has Gen-Probe proved by ¢lear end cnnvinn'iﬂg cvidence that Vysis abandoned the

16 The Jury answered; No.
17] €. INEQUITABLE CONDUCT ‘
Has Gen-Probe proved by clear and convinclng evidonoe thal Vysis misrcpresented
19 ] or filed to disclose material facts to the Uniled States Patent and Trademark Office (*PTO”) with the

JUN 11 2882 11:16 FR FIN@RN HENDERSON 658 B439 BBG6 !! 178374658644

3. Has Gen-Probe proved by clear aid convineing evidence that any or 21] of the claizma

Identify any claime of the '338 paicst that Gen-Probe has proved are mvalid on the

2 The Jury shswered: Yes,

22 9. Hes Gen-Probe proved by clear and convineing evidence that Vysis delfberately and
23 [ unreasonably delayed the prosecution of the ‘338 patent?

24 ‘ The Jury snswered: Yes, ) _

25 In accordance with he Special Verdiet fled.oa May 22,2002, JUDGMENT 18 ENTERED AS
26 | FoLLOWS: o |
27 As 1o infringement, judgment shall enter in favor of Gei<Probe Incorporated on its doclamory

28 | action of non-infringement of the Ugited States Patent No..5,750,338.

Received from < 630 849 6666 > at 6/1102 2:16:07 PM [Eastern Daylight Time)
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action of invalidity of Uniled States Pstent No: 5,750,338 based on obviousnces and leck ‘df

s

[ L {7
CT

OLYN I BUFF, Chic
UNITED STATES DISTRI

4
OURT

As to invalidity, judgment shall enter in fivor of Ges-Probe tncorporated on its dwhﬂt@

P.
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& UNTTED STATES DISTRICT COURT
9 SOUTHERN DISTRICT OF CALIFORNIA 1
0 ' | -
- 1] GEN-PROBEINCORPORATED, | CASENO.99-CV-2668 H (AIB)
Plinif, | .OMDER (1) DENYING GEN- -
- 12 w PROBR INCORPORATED AND
i 13 ' VX818, INC.'S PRE-VERDICT. |
VvE. m’l‘l ONS FOR JUDGMENT AS A
= 14 ‘MATTER OF LAW, AND 2).
SETTING BRIEFING SCHEDULE
T 15 FOR POST-TRIAL MOTIONS
16] yysis, INC.,
17 Defendart. |
18 — . .
19 GenrProbe Incorporsted (“Gen-Probe”) has filed » dostaratory judgment setion against Vyzis,
o 200 Inc. {“Vysis™) The tial in this case cammensed-on'Mey 7, 2002. Duying the Lrial, both Gcﬁ-‘li.r'pbi:
21 § and Vysis filed motions for judgment as a maticr of Taw uniles Federal Rule of Civil Procedure S0(a).
22 | Federal Rule of Civil Procedure $0(a) statos in relevant parts :
23 .. ]
Irdumi rial by jury & has been fully'heard on-4n issue and there is no legally.
24 fu rﬁltg’c]fsﬁaellidcnga"zy ssﬁ;‘?g 2 reasonablé jiry to find:for that party on that issue, the. :
coun may determine the issue against that paity: and magy gramt & molion for judgment -
25 45 a matler of law against that paity Witk fespeet (6 i-cleim or defense (hst oamnot:
under the coninolling law be maintaincd oridefeated without a faverablc finding on that
26 issue '
27§ Fed. R. Civ. P. 50(s)(1). At the close of the evidence tnd 5l other appropriste 1imes, the Coutt

28 | submitied the motions,

My
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The jury returned its special verdict on Miy 22, 2002, The jury found that the pn!cnt-fn-;u‘it ]
was not infringed, was invelid hased on obviousnces.and Jéck of enablement, and was unenforceabls |

bascd on incquilubje conduet and prosecution laches.
Having considered the ¢vidence snd the pepers mibmitted to the Court in support of thase

pending motions, the Court denjes alt pending motjohs for judginml as a matter of law under Federal

Rule of Civil Procedure 50(a).

The Court deems that the partics have renewed a motior for judgment as a maiter of law alér I

trial snd have made & motion for new trial under Federal Rule-af Civil Procedure 50(b). ' To sddress
those post-irial motions, the Court scts the following bricfing und hearing schedule:

(1) The parties” memorzndum of contentions and fucts In 'i,uﬁpoﬂ of their reacwed motiens for
Judgment as @ matier of law, along with the supporting lodgrients, shall be filed and served no lafer
then Monday June 17, 2002. The opposition pap:’r? shall be Eﬁicd snd served no luter than Mondqy
Julp 1, 2002, The reply papcrs shall be filed and served no liter than Twesday July 9, 2003, .

@

pul‘ﬂllm to Ci". Lc R- 7.1(“)(1).
(3)  Unless modificd by this order, the parties shall comply with all the provisions of the Civil

Loco! Rules, inchuding Civ. L. R, 7.1{b).

IT 1S SO ORDERED.
DATED:__ 4,

- 2i OCVINRE

Received from < 650 849 6666 > at 6/11/02 2:16:07 PM [Eastern Daylight Time]

The hearing on the post-trial motions is scheduted for Monday July 22, 2003, 86 10:30 win. {
Unless otherwise nofified by the Court, these mordae are siibmiiticd on the papers without a hearing
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Stephen Swinlon

Cooley Godward LLP
4365 Executive Drive, Suite 1100
San Diego, CA 92121

Charles Lipscy

Finnegan, Henderson, Farsbow, Garrell & Dunney,

1300 I Street, N.W., Suile 700
Washiagion, D.C, 20005

Thomas W, Banks

Finnegan, Henderson, Farabow, Garrett & Dunnee

245 Firsi Street, 18th Floor
Cambridge, MA 02142

John H L'Estrange, Jr
Wright and LEstrange

701 B Street

Suitc 1550

San Dicgo, CA 92101-8103

Jeftrcy Weinberges
Munger Tollcs & Olson LLP
155 South Grand Avenue, 35th Floor

T8 Angeles, CA 90071-1460
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LAW OFFICES
FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER, L.L.P.
Stanford Research Park
700 Hansen Way
Palo Alto, CA 94304
Telephone Facsimile
(650) 849-6600 (650) 849-6666
FACSIMILE TRANSMITTAL
TO FROM
Name: Examiner Diana B. Johannsen Name: Jean B. Fordis
Firm: USPTO Phone No.: 650-849-6607
Fax No.: 703-746-5064 Fax # Verified by: jbf
Phone No.: 703-305-0761 # Pages (incl. this): 1%
__ Subject: Reissue Appln of Collins et al. Date: June 11,2002
% Your File No.: Appln No. 09/533,906 Our File No.: 01147-0142
: Confirmation Copy to Follow: No
;i Examiner Johannsen:

As we discussed, attached is the Updated Notice of Related Litigation, enclosing the

gy

following:
= - Transcript of Jury Verdict, May 22, 2002;

- Judgment for Gen-Probe on its Declaratory Action of Non-infringement and Invalidity;
and

- Order (1) Denying Gen-Probe’s and Vysis’s Pre-Verdict Motions for Judgment as a
Matter of Law, and (2) Setting Briefing Schedule for Post-Trial Motions.

Thank you again for your willingness to consider this submission.

Jean Fordis

If there is a problem with this transmission, notify fax room at (650) 849-6600 or the sender at the number
above.

This facsimile is intended only for the individual to whom it {s addressed and may contain information that is
privileged, confidential, or exempt from disclosure under applicable law, If you have received this facsimile
in error, please notify the sender immediately by telephone (collect), and return the original message by

first-clags mail to the above address.

rd
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